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□ Responsive to communication(s) filed on 

□ This action is FINAL _ 

□ Since this application is in condition for aiiowance except tor forma, matte^ prosecution as to the ments » closed 
in acoordanS with the practice under Exparte Ou»JI>35C.D. 11; 453 0.G. 213. 

Aa „o„ened statutory period tor response >°" " 

37 CFR 1.136(a). 



Disposition of Claim 

B Claim(s) ?Q, 31-38. 43. 45-50. and 54 



_ is/are pending in the applicat 



Of the above, claim(s) . 
□ Claim(s) 



S Claim(s) 9^ 31-38. 43. 45-50, and 54 

□ Claim(s)___ 

□ Claims 



is/are withdrawn from consideration 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

. . , f .. Ann is/are objected to by the Examiner. 

□ The drawing(s) filed on ls,clie J 

««« fiioH nn • is □ approved disapproved. 

□ The proposed drawing correction, filed on . ^ ^ 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 ' 119/aWdi 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a) (d). 

□ All CBome* 0one of the CERTIFIED copies of the priority documents have been 

□ received. 

n received in Application No. (Series Code/Serial Number) • 

□ received in this national stage application from the Internationa. Bureau (PCT Rule 17.2(a)). 
^Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 



Attachment(s) 

□ Notice of References Cited, PTO-892 

B information Disclosure Statements), PTO-1449, Paper No(s) 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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DETAILED ACTION 



Continued Prosecution Application 
l The request filed on 5/26/00, in Paper No. 24, for a Continued Prosecution Application 
(CPA) under 37 CFR 1.53(d) based on parent Application No. 08/862,442 is acceptable and a 
CPA has been established. An action on the CPA follows. 

2. Claims 29, 3 1-38, 43, 45-56 are pending and examined on the merits. 

Claim Objections 

3 Claim 35 is objected .0 because of the Mowing informalities: Claim 35 recites "amino 
acid sequences" in reference to a single DNA clone. Appropriate correction . requrred. 

Claim Rejections - 35 USC § 112 

4 The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

pr0C ess of mafcng and usmg n, b such Ml, clear, con.se, and exact terms as to enable any 

mak e and use the sameand shall set forth the best m ode contemplated by the mventor of 

carrying out his invention. 

5 o-J». 3.-3*. 43, 45-50 and 54 are rejected under 35 U.S.C. 1.2, first paragraph s 

one skilled in the ar, to which it pertains, or with which it is most neariy connected, to make 

and/or use the invention. 

Caims 29. 31-38. .43, 45-50 and 54 are reacted under 35 USC 1 .2, firs, paragraph as 
failing to provide an adequate written description of the invention and failing to provide an 
enabngLlosure without complete evidence either that the claimed biological — are 
known andreadilyavat.ableto the public or comp.ete evidence of the deport of the brologrca, 

materials. 
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Applicant's referral to the deposit of clone FOMY030 on pages 44 and 129 of the 
specification is insufficient assurance that all of the conditions of 37 CRF actions 1.801 through 
, 809 have been met. If the deposit was made under the provisions of .he Budapest Treaty, fihng 
of an affidavit or declaration by applicant, assignees or a statement by an attorney of record over 
his or her signature and registration number stating that the deposit has been accepted by an 
taternational Depository Authority under the protons of the Budapest Treaty, that all 
restrictions upon pubHc access to the deposits will be irrevocably removed upon gran, of a patent 
on this application and that the deposit will be replaced if viable samples cannot be despensed by 
the depositiry is required. This requirement is neccessary when a deposit is made under the 
provision of the Budapest Treaty as the Treaty leaves these specific matters to the discrete of 
each State. 

6 Claims 29-38 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter which was no, described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art ,ha, the mventor(s), a. the time the application was filed, had possess™ 
of the claimed invention. Claims 29, 37 and 38 are drawn to a polypeptides comprising ammo 
acids 1-844 and 850-1497 of SEQ ID NO:7 The specification only discloses SEQ ID NO:3, 7 
and 9 Polypeptides comprising amino acids 1-844 or 850-1497 can be interpreted to read on a 
broad genus of polypeptides having only residues 1-844 or 850-1497 in common with SEQ ID 
NO 7 One skilled in the relevant art would not be convinced that the applicant possessed a, the 
to ,he application was filed, more ,ha„ polypeptides consisting of residues !-844 and residues 
850-1497 of SEQ ID NO:7. 

7 Claims 29-38 are rejected under 35 U.S.C. 112, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to enable one skilled in the 
ar, to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Claims 29, 37 and 38 are drawn to a polypeptides comprising amino actds 1-844 and 
850-1497 of SEQ ID NO:7. The specification only discloses SEQ ID NO:3, 7 and 9. 
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Polypeptides comprising amino acids 1-844 or 850-1497 can be interpreted to read on a broad 
genus of polypeptides having only residues 1-844 or 850-1497 in common with SEQ ID NO:7. 
The specification does not describe the sequence or use of other isolated polypeptides beyond 
SEQ ID NO:3, 7 and 9. Without a description of function in the instant claims, one of skill in the 
art would not know how to use the polypeptides of claims 29, 37 or 38. 

8. Claims 43, 45-56 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. Claims 43-56 are broadly drawn to isolated polypeptides encoded by a 
nucleic acid molecules which hybridize under stringent conditions to the nucleic acid molecule of 
SEQ ID NO: 2,6, 8, the cDNA of NRRL Deposit No: B21426, ATTC Accession No:97880 or 
97881. The specification discloses the amino acid sequences SEQ ID NO:3, 7 and 9. Nucleic 
acid molecules which hybridize under stringent conditions to the nucleic acid molecule of SEQ ID 
NO: 2, 6 or 8 can include a plethora of single base pairing mismatches, resulting in alterations of 
the transcribed amino acid sequence. The specification does not describe other isolated 
polypeptides beyond SEQ'TD NO:3, 7 and 9. One of skill in the relevant art would not be 
convinced that the inventor's had in their possession, more than SEQ ID NO:3, 7 and 9 at the 
time the application was filed. 

9. Claims 43, 45-56 are rejected under 35 U.S.C. 112, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to enable one skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Claims 43-56 are broadly drawn to isolated polypeptides encoded by a nucleic acid 
molecules which hybridize under stringent conditions to the nucleic acid molecule of SEQ ID 
NO: 2,6, 8, the cDNA of NRRL Deposit No: B21426, ATTC Accession No:97880 or 97881 . 
The specification discloses the amino acid sequences SEQ ID NO:3, 7 and 9. Nucleic acid 
molecules which hybridize under stringent conditions to the nucleic acid molecule of SEQ ID NO: 
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2, 6 or 8 can include a plethora of single base pairing mismatches, resulting in alterations of the 
transcribed amino acid sequence. The specification does not describe the sequence or use of 
other isolated polypeptides beyond SEQ ED NO:3, 7 and 9. Without a description of function in 
the instant claims, one of skill in the art would not know how to use the polypeptides of claims 
43-56. 

10. Claims 29, 31-38, 43, 45-56 are free of the art. 

Conclusion 

1 1 Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Karen Canella whose telephone number is (703) 308-8362. The examiner 
can normally be reached on Monday through Friday from 8:30 am to 6:00 pm. A message may 
be left on the examiner's voice mail service. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Anthony Caputa, can be reached on (703) 308-3995. 
Any inquiry of a general nature or relating to the status of this application or proceeding should be 
directed to the Group receptionist whose telephone number is (703) 308-0196. 




i.D. ' 



Karen A. Canella, Ph. 
Patent Examiner, Group 1642 
July 26, 2000 



